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REMARKS 

The Office Action mailed December 15, 2009, has been received and reviewed. 
Each of claims 34-38 and 40-49 stands rejected. Claims 34 and 46 have been amended herein. 
Care has been exercised to introduce no new subject matter. Reconsideration of the above- 
identified application in view of the above amendments and the following remarks is respectfully 
requested. 

Rejections based on 35 U.S.C. § 103 

The basic requirements of a prima facie case of obviousness are summarized in 
MPEP §2143 through §2143.03. In order "[t]o establish a prima facie case of obviousness, three 
basic criteria must be met. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art, 
to modify the reference or combine reference teachings. Second, there must be a reasonable 
expectation of success [in combining the references]. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. The teaching or 
suggestion to make the claimed combination and the reasonable expectation of success must both 
be found in the prior art, and not based on applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 
USPQ2d 1438 (Fed. Cir. 1991)." MPEP § 2143. Further, in establishing a prima facie case of 
obviousness, the initial burden is placed on the Examiner. "To support the conclusion that the 
claimed invention is directed to obvious subject matter, either the references must expressly or 
impliedly suggest the claimed invention or the examiner must present a convincing line of 
reasoning as to why the artisan would have found the claimed invention to have been obvious in 
light of the teachings of the references. Ex parte Clapp, 227 USPQ 972, 973 (Bd. Pat. App. & 



3801521 vl 



Page 6 of 13 



Application No. 10/679,900 CRM. 107060 

Response Filed 03/15/2010 

Reply to Office Action of 12/15/2009 

Inter. 1985)." Id. See also MPEP § 706.02(j) and § 2142. Recently, the Supreme Court 
elaborated, at pages 13-14 of KSR, it will be necessary for [the Office] to look at interrelated 
teachings of multiple [prior art references]; the effects of demands known to the design 
community or present in the marketplace; and the background knowledge possessed by [one of] 
ordinary skill in the art, all in order to determine whether there was an apparent reason to 
combine the known elements in the fashion claimed by the [patent application]." KSR v. 
Teleflex, 127 S. Ct. 1727 (2007). 

Claims 34-38 and 40-49 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over Claustres et al. (Genome Research (2002) Vol. 12, pages 680-688, hereinafter 
the "Claustres reference") in view of Scriver et al. (Human Mutation (1999) Vol. 13, pages 344- 
350, hereinafter the "Scriver reference"). Applicant submits that a prima facie case of 
obviousness for the rejection of claims 34-38 and 40-49 under § 103 (a) has not been established. 

As neither the Claustres nor Scriver references, either alone or in combination, 
teach or suggest all of the claimed features of independent claims 34 and 46, as amended herein, 
Applicant traverses the rejection. Independent claims 34 and 46, as amended herein, relate to 
computer systems for documenting and presenting mutations. It is respectfully submitted that 
neither the Claustres nor Scriver references teach or suggest receiving a selection from a user of 
one of a set of user-preferred and published standards and displaying a mutation in accordance 
therewith, as recited in amended independent claims 34 and 46. More specifically, independent 
claims 34 includes language regarding receiving a selection from a user of one the user- 
preferred and published standards. Independent claims 46 includes language directed to 
obtaining a standard for presenting the mutation information, the standard being selected by a 
user from a set of user-preferred and published standards. 
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By way of contrast, the Claustres reference describes an analysis of locus-specific 
databases. See Claustres, Abstract. Table 2 of the Claustres references provides a summary of 
raw data for locus-specific databases, wherein the numbers indicate a percent. See id. at pg. 682, 
Table 2. Table 2 indicates that HUGO - MDI nomenclature was used by 42% of locus- specific 
databases and Other nomenclature was used by 58% of locus-specific databases. See id. at pg. 
682, Table 3, and pg. 683. "A search engine in 35% of databases provided the opportunity to 
interrogate the database for specific information contained in a number of fields . . . ." Id. at pg. 
684. 

Although the Claustres reference discusses use of nomenclatures by databases, the 
Claustres reference does not teach or suggest receiving a selection a user-preferred standard or 
a published standard by a user such that the mutation can be displayed to the user in accordance 
with the standard selected by the user , as recited in independent claims 34 and 46. Rather, in the 
Claustres reference, there is merely an indication that a database corresponds with a 
nomenclature. As the Office Action does not provide support, as detailed below, and the 
Applicant cannot find support for such a feature in the Claustres reference, it is respectfully 
submitted that the Claustres reference fails to teach or suggest receiving a selection from a user 
of a user-preferred standard or a published standard such that the mutation can be displayed to 
the user in accordance with the standard selected by the user, as recited in independent claims 34 
and 46. 

In the "Response to Applicant's Arguments" portion of the Office Action with 
respect to the present feature, the Office Action states that "Claustres teaches these 
embodiments, as stated above in the instant rejection." See Office Action dated December 15, 
2010, pg. 5. However, the discussion in the Office Action with respect to claim 34 (there is no 
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further discussion with respect to claim 46) is only directed to "a) receiving mutation 
information^] b) disassembling mutation information into discrete elements, wherein the 
elements include patient identification value, reference sequence identification, a starting point 
and an ending point within the reference sequence^] c) storing said discrete elements such that 
the mutation may be presented using both user-preferred standards and published standards[, 
and] d) displaying the mutation using the user-preferred standard or the published standard." See 
id., pg. 3. Further, although the response to the Applicant's Arguments states that Claustres 
mentions that "mutation information is collected and displayed to the public" and that "some 
databases contain user-selected standards and some databases contain published standards, such 
as the HUGO-MDI format," there is no teaching or suggestion of receiving a selection a user- 
preferred standard or a published standard by a user such that the mutation can be displayed in 
accordance with the selected standard, as recited in independent claims 34 and 46. Instead, in 
the Claustres reference, there are separate databases for different standards. This is in stark 
contrast to a computer system in which a user desiring to view mutation information can select a 
user-preferred standard or a published standard so that the user can view the mutation 
information in the standard selected by the user. 

Further, the Scriver reference fails to overcome the deficiencies of the Claustres 
reference and, thereby, also fails to teach or suggest all of the claimed features of the rejected 
independent claims. The Scriver reference generally discusses guidelines for content structure 
and deployment of mutation databases. See Scriver, pg. 344. "A systematic (nucleotide 
sequence-centered) approach to naming mutations fulfills the minimum requirements for 
describing simple mutations." Id. at pg. 345. "Names and symbols for genes (loci) should 
follow the guidelines developed by the HUGO/GDB Nomenclature Committee . . . ." Id. at pg. 
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345. Although the Scriver reference discusses that names for genes should use HUGO/GDB 
guidelines, it is respectfully submitted that the Scriver reference does not teach or suggest 
receiving from a user a selection of one the user-preferred and published standards, as recited in 
amended independent claim 34, or obtaining a standard for presenting mutation information, the 
standard being selected by a user from among a set of user-preferred and published standards, 
as recited in amended independent claim 46. Rather, the Scriver reference merely discusses use 
of a nomenclature. See Scriver, pg. 345. There is no discussion of a selection of a user-preferred 
standard or a published standard by a user such that the mutation is displayed to the user in 
accordance with the selection by the user. 

In addition, with respect to independent claims 34 and 46, it is respectfully 
submitted that neither the Claustres nor Scriver references teach or suggest displaying the 
mutation to the user in accordance with the user-preferred standard or the published standard 
selected by the user, as recited in independent claims 34 and 46, as amended herein. More 
specifically, independent claim 34 recites a computer system that includes, among other things, a 
displaying module for displaying the mutation to the user in accordance with the user-preferred 
standard or the published standard selected by the user. Independent claim 46 includes language 
directed to, among other things, a displaying component for displaying the mutation to the user 
in accordance with the standard of presentation selected by the user, wherein (1) when the user 
selects a user-preferred standard, the mutation information is assembled and displayed in 
accordance with the user-preferred standard, and (2) when the user selects a published standard, 
the mutation information is assembled and displayed in accordance with the published standard. 

By way of contrast, the Claustres reference describes an analysis of locus- specific 
databases. See Claustres, Abstract. Table 2 of the Claustres references provides a summary of 

Page 10 of 13 

3801521 vl 



Application No. 10/679,900 CRM. 107060 

Response Filed 03/15/2010 

Reply to Office Action of 12/15/2009 

raw data for locus- specific databases, wherein the numbers indicate a percent. See id. at pg. 682, 
Table 2. Table 2 indicates that HUGO - MDI nomenclature was used by 42% of locus- specific 
databases and Other nomenclature was used by 58% of locus-specific databases. See id. at pg. 
682, Table 3, and pg. 683. "A search engine in 35% of databases provided the opportunity to 
interrogate the database for specific information contained in a number of fields . . . ." Id. at pg. 
684. Although the Claustres reference shows various elements of raw data in Table 2, the 
Claustres reference does not teach or suggest displaying the mutation to the user in accordance 
with the user-preferred standard or the published standard selected by the user, as recited in 
independent claims 34 and 46, as amended herein. There is no discussion of assembling and 
displaying discrete elements to a user in accordance with a standard selected by a user, as 
recited in independent claims 34 and 46, as amended herein. 

Further, the Scriver reference fails to overcome the deficiencies of the Claustres 
reference and, thereby, also fails to teach or suggest all of the claimed features of rejected 
independent claims 34 and 46. The Scriver reference generally discusses guidelines for content 
structure and deployment of mutation databases. See Scriver, pg. 344. "A systematic 
(nucleotide sequence-centered) approach to naming mutations fulfills the minimum requirements 
for describing simple mutations." Id. at pg. 345. "Names and symbols for genes (loci) should 
follow the guidelines developed by the HUGO/GDB Nomenclature Committee . . . ." Id. at pg. 
345. Although the Scriver reference discusses guidelines for content structure of mutation 
databases, the Scriver reference does not teach or suggest displaying the mutation to the user in 
accordance with the user-preferred standard or the published standard selected by the user, as 
recited in independent claims 34 and 46, as amended herein. Rather, the Scriver reference 
merely discusses that annotated mutation databases may include the mutation itself, such as the 

Page 11 of 13 

3801521 vl 



Application No. 10/679,900 CRM. 107060 

Response Filed 03/15/2010 

Reply to Office Action of 12/15/2009 

name, type, and change. See Scriver, pg. 346. Using a mutation name in a database, however, 
does not teach or suggest displaying the mutation to the user in accordance with the user- 
preferred standard or the published standard selected by the user, as recited in independent 
claims 34 and 46, as amended herein. Instead, in Scriver, mutation names are used based on the 
design of the database. See id. at 346-347. There is no discussion of assembling and displaying 
discrete elements in accordance with a standard selected by a user, as recited in independent 
claims 34 and 46, as amended herein. 

As such, it is respectfully submitted that the Claustres reference and the Scriver 
reference fail to establish a prima facie case of obviousness for at least the above cited reasons. 
Accordingly, withdrawal of the 35 U.S.C. § 103 rejection of independent claims 34 and 46 is 
respectfully requested. Claims 34 and 46, as amended herein, are believed to be in condition for 
allowance and such favorable action is requested. As claims 35-38, 40-45, and 47-49 depend, 
either directly or indirectly, from one or independent claims 34 and 46, withdrawal of the 35 
U.S.C. § 103 rejection of dependent claims 35-38, 40-45, and 47-49 is requested as well. 
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CONCLUSION 



For at least the reasons stated above, claims 34-38 and 40-49 are now in condition 
for allowance. Applicants respectfully request withdrawal of the pending rejections and 
allowance of the claims. If any issues remain that would prevent issuance of this application, the 
Examiner is urged to contact the undersigned - 816-474-6550 or Uejj^Mf j hb. com (such 
communication via email is herein expressly granted) - to resolve the same. A Request for 
Continued Reexamination is filed simultaneously herewith. The appropriate fee is included with 
this filing. However, The Commissioner is hereby authorized to charge any additional amount 
required, or credit any oveipayment, to Account No. 19-2112. 

Respectfully submitted, 
/KELLY T. FEIMSTER/ 



Kelly T. Feimster 
Reg. No. 57781 

KTF/jc 

SHOOK, HARDY & BACON L.L.P. 

2555 Grand Blvd. 

Kansas City, MO 64108-2613 

816-474-6550 
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